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REMARKS 

The Office Action mailed April 6, 2004 has been carefully considered. Reconsideration 
in view of the following remarks is respectfully requested. 

Applicant hereby requests acknowledgement of the Information Disclosure Statement 
filed September 19, 2001 . A copy of the 1449 form and OIPE-stamped postcard receipt showing 
receipt by the Patent Office on September 21, 2001 is enclosed for the convenience of the 
Examiner. 

The Title and Specification have been amended as requested by the Examiner. Claims 
51-55, 77 and 74-78 have been amended to overcome the 35 U.S.C. §112 issues; claims 1, 20, 
51 - 54, 71 - 74, 77 - 78 and 88 - 93 have been amended to change "above" to "adjacent" to 
make the claims more clear; claims 1, 20, 71 - 74, 79 and 90-91 have been amended to correct 
typographical errors in the language; claim 27 has been amended to correct a typographical error; 
claims 51-54 and 75 - 78 have been amended to remove the limitation "a plurality of word 
lines. . ." as it was erroneously included in these claims; claims 55 - 59 have been amended to 
correct dependencies; and claim 72 has been amended to change the final limitation. 

Claim Objections 

According to the office action, Claim 51 recites the limitation "said control gate" in Line 
16. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 
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According to the Office Action, Claim 52 recites the limitation "said control gate" in Line 
16. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the Office Action, Claim 53 recites the limitation "said control gate" in Line 
24. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the Office Action, Claim 54 recites the limitation "said control gate" in Line 
26. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the Office Action, Claim 75 recites the limitation "said control gate" in Line 
15. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the Office Action, Claim 76 recites the limitation "said control gate" in Line 
15. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the Office Action, Claim 77 recites the limitation "said control gate" in Line 
24. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 
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According to the Office Action, Claim 78 recites the limitation "said control gate" in Line 
24. Allegedly there is insufficient antecedent basis for this limitation in the claim. The claim has 
been amended to remove the limitation which was erroneously included. 

According to the office action: "Claim 55 recites the limitations 'said first portion and 
said second portion' in Lines 2 and 3. There is insufficient antecedent basis for these limitations 
in the claim." The claim's dependency has been corrected from claim 1 to claim 7. 

According to the Office Action: "Claim 56 recites the limitations 'said first portion and 
said second portion' in Line 3. There is insufficient antecedent basis for these limitations in the 
claim." The claim's dependency has been corrected from claim 1 to claim 7. 

According to the Office Action: "Claim 57 recites the limitations 'said first portion' and 
'said second portion' in Lines 1 and 2. There is insufficient antecedent basis for these limitations 
in the claim." The claim's dependency has been corrected from claim 1 to claim 7. 

According to the Office Action: "Claim 58 recites the limitations 'said first portion and 
said second portion' in Lines 2 and 3. There is insufficient antecedent basis for these limitations 
in the claim." The claim's dependency has been corrected from claim 1 to claim 8. 

According to the Office Action: "Claim 59 recites the limitations 'said first portion', and 
'said second portion', 'said retention insulator' and said 'second retention insulator.' There is 
insufficient antecedent basis for these limitations in the claim." The claim's dependency has 
been corrected from claim 16 to claim 26. 
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According to the office action: "Applicant is advised that should Claims 71, 73, 75 and 

77 be found allowable, Claims 72, 74, 76 and 78, respectively, will be objected to under 37 CFR 

1 .75 as being substantial duplicates thereof. When two claims in an application are duplicates or 

else are so close in content that they both cover the same thing, despite a slight difference in 

wording, it is proper after allowing one claim to object to the other as being a substantial 

duplicate of the allowed claim. See MPEP § 706.03(k)." With this amendment it is submitted 

that no substantial duplication continues to exist in these claims. 

With this amendment it is respectfully submitted the claims satisfy the statutory 

requirements. 

The First 35 U.S.C. S 102 Rejection 

Claims 79, 80, 82 to 84 and 86 to 93 stand rejected under 35 U.S.C. § 102(b) as being 
allegedly anticipated by Koyama. 1 This rejection is respectfully traversed. 

According to the office action: 

"Koyama shows all aspects of the instant invention (e.g. Figures 4) including: 

a plurality of nonvolatile memory elements Q arranged in rows and columns (Figure 6) 

a semiconductor body 1 of P-type conductivity 

first and second semiconductor regions 2a, b of N-type conductivity with a channel la 
between 

a polysilicon floating gate 4a and a floating gate dielectric 3a 
a retention dielectric 5a of thickness between about 8 to 50 nm 
a grid electrode 6 

a tunnel dielectric 3b and a tunneling charge injector lOd 
'U.S. Patent No. 5,517,044. 
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In reference to the claim language referring to how the charge carriers are injected, 

intended use and other types of functional language must result in a structural difference between 

the claimed invention and the prior art in order to patentably distinguish the claimed invention 

from the prior art. If the prior art structure is capable of performing the intended use, then it 

meets the claim. In re Casey. 152 USPQ 235 (CCPA 1967); in re Otto, 136 USPQ 458, 459 

(CCPA 1963)r 

According to the M.P.E.P., a claim is anticipated under 35 U.S.C. § 102(a), (b) and (e) 
only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference. 2 

If one attempts to read claim 79 (for example) on to the Koyama Fig. 4 device, one is 
faced with at least one major problem. That is that the "tunneling charge injector" required by 
the claim must be Koyama' s second floating gate (see Fig. A, element 46). (Fig. A is a 
simplified diagram illustrating the Fig. 4A/4B/4C embodiment of Koyama). 



2 Manual of Patent Examining Procedure (MPEP) § 2131. See also Verdegaal Bros, v. Union Oil Co. of California, 
814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 
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Unfortunately, the floating gate cannot function as a tunneling charge injector because it 
is floating by definition. It is not hooked to a power supply, it cannot be directly biased and it is 
completely surrounded by insulating material to prevent it from coming into electrical contact 
with anything. Paragraph 0132 and Table 1 of the instant disclosure makes it quite clear that the 
"tunneling charge injector" is to be directly biased. Fig. B is a simplified diagram illustrating the 
Fig. 28A, 28B, 28C embodiment of the present invention. 
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Accordingly, the floating gate 4B of Koyama is clearly not a "tunneling charge injector" 
and, accordingly, Koyama is an inapposite reference. 

The office action purports to avoid this conclusion at paragraph 19 where In re Corey is 
invoked for the proposition that how the claimed invention operates is irrelevant as long as the 
asserted prior art structure was capable of performing the intended/claimed use. This does not 
avoid this consequence because a floating gate (4b) is not capable (by definition) of performing 
the direct biasing required to be a "tunneling charge injector". 

Accordingly, all of the prior art rejections made herein fail as all of them rely upon 
Koyama to provide the structure. 
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The First 35 U.S.C. § 103 Rejection 

Claims 1 to 78, 81 and 85 are rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Koyama and Tobin et al. (U.S. Patent No. 5,972,804). This rejection is 
respectfully traversed. 



According to the office action: 

"Koyama shows most aspects of the instant invention 
(Paragraph 19) except for the grid insulator comprising SiO x N y 
with the oxide less than about 77% or graded, the band gap, bias 
and fermi level functional limitations and the thickness of the grid 
electrode. Tobin et al. teach (e.g. Figures 1 1 and 12) to make 
insulators comprising SiO x N y with the oxide less than about 77% 
or graded to reduce the amount of leakage current density (Column 
14 lines 47 to 49). It would have been obvious to a person of 
ordinary skill in the art at the time of invention to make insulators 
comprising SiOxNy with the oxide less than about 77% or graded 
as taught by Tobin et al. in the device of Koyama to reduce the 
amount of leakage current density. 

"In reference to the claim language pertaining to the band 
gap, bias and fermi level functional limitations, the claiming of a 
new use, new function, or unknown property which is inherently 
present in the prior art does not necessarily make the claim 
patentable. In re Best, 195 USPQ 430, 433 (CCPA 1977) and In re 
Swinehart, 439 F. 2d 210, 169 USPQ 226 (CCPA 1971); please see 
MPEP § 21 12. Since Koyama and Tobin et al. show all the 
features of the claimed invention, the band gap, bias and fermi 
level functional limitations are an inherent property of Koyama and 
Tobin et al.'s invention. 

"Since the Applicant has not established the criticality of 
the thicknesses stated and since the thicknesses are in common use 
in similar devices in the art, it would have been obvious to one of 
ordinary skill in the art to use these values in the device of Koyama 
and Tobin et al Where patentability is said to be based upon 
particular chosen dimensions or upon another variable recited in a 
claim the applicant must show that the chosen dimensions are 
critical. In re Woodruff, 919F.2d 1575, 1578, 16 USPQ2d 1934, 
1936 (Fed Cir. 1990)r 
According to the Manual of Patent Examining Procedure (M.P.E.P.): 



r 
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To establish a prima facie case of obviousness, three basic 
criteria must be met. First there must be some suggestion or 
motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art 
reference (or references when combined) must teach or suggest all 
the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success 
must both be found in the prior art, not in the applicant's 
disclosure. 3 

The arguments set forth above are equally applicable here. While Tobin et al. discuss the 
fabrication of a SiOxNy film, Kovama fails to provide the underlying structure. Accordingly, the 
rejection must be withdrawn. 



Judicially-Created Double Patenting 

Claims 1-93 stand rejected pursuant to the judicially-created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-65 of prior United States patent No. 
6,534,816. Submitted herewith is a first Terminal Disclaimer executed by an Attorney of 
Record. Withdrawal of this rejection is respectfully requested. 



Claims 1-93 stand rejected pursuant to the judicially-created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-43 of prior United States patent No. 
6,479,863. Submitted herewith is a second Terminal Disclaimer executed by an Attorney of 
Record. Withdrawal of this rejection is respectfully requested. 



Claims 1-93 stand rejected pursuant to the judicially-created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-59 of prior United States patent No. 



3 M.P.E.P§2143. 
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6,384,45 1 . Submitted herewith is a third Terminal Disclaimer executed by an Attorney of 

Record. Withdrawal of this rejection is respectfully requested. 

In view of the foregoing, it is respectfully asserted that the claims are now in condition 
for allowance. 

Conclusion 

It is believed that this Amendment places the above-identified patent application into 
condition for allowance. Early favorable consideration of this Amendment is earnestly solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the number indicated 
below. Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 

Please charge any additional required fee or credit any overpayment not otherwise paid or 
credited to our deposit account # 50-1698. 

Respectfully submitted, 



Dated: October ^ . 2004 




David B.Ritchie 
Reg. No. 31,562 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Tel. (408) 292-5800 
Fax. (408) 287-8040 
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application and is, therefore, submitted in compliance with the duty of disclosure defined 
in 37 CFR §§ 1.56, 1.97 and 1.98. The Examiner is requested to make these items of 



official record in this application. 
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This Information Disclosure Statement under 37 CFR §§ 1.56, 1.97 and 1.98 is not 
to be construed as a representation that a search has been made, that additional 
information material to the examination of this application does not exist, or that any one 
or more of these items constitutes prior art. 

Please note that the parent case, CAY-003 (09/275,168 filed March 24, 1999) was 
withdrawn from issue and expressly abandoned by applicant because the Morie reference 
(USP 5,1 1 1,430 and JP 2964412) was believed to anticipate or render obvious at least 
allowed claim 1 of 09/275, 168. 

I 

This statement is filed pursuant to: 

(X) 37 C.F.R. § 1.97(b). 

This information disclosure statement is filed either (1) within three months of the filing date of a 
national application other than a continued prosecution application under § 1 .53(d); (2) within 
three months of the date of entry of the national stage as set forth in 37 C.F.R. § 1.491 in an 
international application; or (3) before the mailing date of a first office action on the merits, 
whichever event occurs last. 

Accordingly, this information disclosure statement requires no fee and no certification. 

() 37 C.F.R. § 1.97(c). 

This information disclosure statement is filed after the period specified in 37 C.F.R. § 1.97 (b), but 
before the mailing date of either (1) a final action under 37 C.F.R. § 1.113; (2) a notice of 
allowance under 37 C.F.R. § 1 .3 1 1 ; or (3) an action that otherwise closes prosecution in the 
application. 

Accordingly, this information disclosure statement requires either the fee specified in 37 C.F.R. § 
1 . 1 7 (p) for submission of an information disclosure statement under 37 C.F.R. §" 1 .97 (c) ($ 1 80); 
or a certification according to 37 C.F.R. § 1.97 (e). 

( ) 37 C.F.R. § 1.97(d). 

This information disclosure statement is filed after the period specified in 37 C.F.R. § 1.97 (c). 

Accordingly, this information disclosure statement requires the fee specified in 37 C.F.R. §-1.17 
(p) to consider an information disclosure statement tinder 37 C.F.R. § 1.97(d) ($180), and a 
certification according to 37 C.F.R. § 1.97(e). 

If this statement crosses in the mail with an office action, or is otherwise not in the 
indicated category of 37 C.F.R. § 1.97, it is respectfully requested that this statement be 
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treated in the next appropriate category and made of record. To the extent required, 
please treat this paper as a conditional petition for acceptance of the information 
disclosure statement. 



( X ) No fee is due. 

( ) The fee specified in 37 C.F.R. § 1.17(p) for submission of an information disclosure statement 
under 37 C.F.R. § 1 .97(c) is enclosed ($ 1 80). 

Please charge any additional required fee or credit any overpayment to our deposit 
account number 50-1698. An additional copy of this page is enclosed. 



II 



III 



Pursuant to 37 C.F.R. § 1.97(e) , I certify: 



(X) 



No certification is necessary. 



(1) Each item of information contained in the information disclosure statement was cited in a 
communication from a foreign patent office in a counterpart foreign application not more than 
three months prior to the filing of the statement. 



( ) 



(2) No item of information contained in the information disclosure statement was cited in a 
communication from a foreign patent office in a counterpart foreign application, or, to my 
knowledge after making reasonable inquiry, was known to any individual designated in 37 C.F.R. 
§ 1 .56(c), more than three months prior to the filing of the statement. 



Respectfully submitted, 
Thelen Reid & Priest LLP 





David B. Ritchie 
Reg. No. 31,562 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
(408) 292-5800 
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